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Please rind below and or attached an Office communication concerning this application or proceeding. 



Apprication Nor^^ Applicant(s) 

09/904 352 BORDERS ET AL 

Office Action Summary Examiner Art unit 

Jeffrey E Russel 1654 



— - - - The Wailing dJtE o^^^ correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of Uue rT,ay be available under the prcsions of 37 CFR 1 136.a, In no eve- 1. fio..evef may a reply be l.Tiely ,iled 
after Sr- -6i MCJNTHS froni the mailing date of this corT^niunica'ion 

If the Di nod for 'eolv Specified above .s less than thi.ty (30) days, a repiy v.ithin the staluto-y minimum of thirty (.0. Jays v.;:l oe consi(.u.d ,mely 
: NO p ■rK:^ t : l^is specfied above, the r.ax,mum statutory peood .,11 apply ar d wl, expire SIX .6, cor.man,cat,on 

- Failure 'o reply vath.n the set or extended penod for -eplv v.HI, b, statute, cause the application to become ABANDCNED (35 U S C. , 33,. 
Any rep'y leceive.J by the Office later than three months after the mailing dale of this communication, even if timely filed, may redu.e any 
earned i. atent term ad|u;>t!Tient See 37 3FR 1 704(b). 

Status 

1 )S Responsive to comniunication(s) filed on 05 September 2001 . 
2a)n This action IS FINAL. 2b)[x] This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the ments is 

closed in accordance with the practice under Ex parte Quayle^ 1935 CD, 11, 453 0,G. 213, 
Disposition of Claims 

4) lxj Claim(s) 1_j79 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1j79 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8) n Claim(S) are subject to restnction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on ts/are aO accepted or toD objected to by the Examiner, 

Appl cant may not request that any objection to the drawing(s) be held in abeyance See S" CFR 1 .SSCai 

11 )□ The proposed drawing correction filed on is: a)^ approved biD disapproved by the Examiner 

If approved, correctec drawings are required in reply to this Office action 

12) U Tne oath or declaration is objected to by the Examiiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f), 

a)nA!l b)[J Some*c)n None of: 

1,n Certified copies of the pnonty documents have been received. 

Certified copies of the pnonty documents have been received in Application No 



i — 



3,n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)), 
* See the attached detailed Office action for a list of the certified copies not received 

14) E Acknowledgment is made of a claim for domestic pnonty under 35 U S.C, § 119(e) (to a provisional application). 

3) ZZ The translation cf the fcreign language provisional application has been received 

15) ^] Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and. or 121 

Attachment(s) 

^o^ceo^Refe^e^.:esC.fea,^TC-E9: - ^ '-e^, e.. S.--3-^. P^O-^^ 3 ^3;:e'No^^^^ 

\ot ce 0^ D^a^tsperso- s -ater-t [^^av. ng Re. . ^ ^ Nctcec' '-*c-:^^a -afe'^: - -c:. .'^ ■ - . 

3 -^c:--at c'^ sc os./e Stafe-^e-:* s p^C-'-4c- -ape' \c s '^/C/' c Ot'^e^ 
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Art Unit 1654 

1 Claims 37, 44-48. and 72-79 are rejected under 35 U S C 112. second paragraph, as 
bemu mdetlnite tbr tailing to pailicularlv point out and disimcth- claim the subject matter uhich 
applicant regards as the invention Claim 37 defines a variable. S'. which is not used in anv of 
the structural formulas in the claims. There is no antecedent basis in the claim for the phrase 
-the laspartomvcin core peptide derivative" at claim 44. lines 4-.\ It is believed that "the" 
should be changed to "a- in the phrase It is also believed that --derivatue"' should be deleted 
from the phrase, because the derivatue is not formed until after the lipophilic-lmker group is 
attached. Claim 72 refers to -a compound according to Claim 48"". however, claim 48 is drawn 
to a laspartomvcin derix ative. not a compound. For analogous reasons, claims 73-77 and 79 are 
also indefinite Claim 78 refers to "a compound according to Claim 75"\ however, claim 75 is 
draw n to a method, not a compound It is beliex ed that the dependenc\' of claim 78 is incorrect 

Claims 29. 32-34. 40-48. 50. 53-55. 72, 75. and 78 are objected to because of the 
following ini"ormalities Claims 29. 34. 50. and do not end with periods In claims 32 and 
53. structures (L3) and (L4). each occurrence of -S,"' should be changed to "S'"". consistent with 
the termmolouy used elsewhere in the structures and the claims At claim 40. lines 1 (second 
occurrence) and 5. and claim 44. lines 1 (second occurrence) and 5. "a"" should be changed to 
"an"" Appropriate correction is required 

Claim 32 is objected to under 37 CVR 1 75(c). as being of improper dependent form for 
failing to further limit the subject matter of a prex ious claim Applicant is required to cancel the 
claim(s). or amend the claim(s) to place the claim(s) m proper dependent form, or rewrite the 
clal^l(,^) m independent t"orni At claim 32, Imc 2, it l^ beliexed that "-("OTV should instead be 



Application Control Number U') 'n)4.}^2 
Art Unit: 1654 

•■-C0;R'-. because claim 30. upon which claim 32 ultimately depends, does not recite a 
substituent ■■-C'0;R " 

4 Claims 42. 43. 46. and 47 are objected to under 37 CFR 1 7.^(c) as beinu in improper 
form because a multiple dependent claim must refer to other claims in the alternatix e onlv. Note, 
tor example, that claim 42 is dependent upon both claim 40 and upon any one ofclaims 1. 23. 
and 24 See MPEP ^ 608 OI(n). especiallv section (1)(B)(3) 

5 Claims 73 and 77 are idemical in scope Cpon an indication of allowabililv. one of these 
claims will be rejected over the other consistent with the procedures of MPCP 706 03(k) In 
order to expedite prosecution of this application, it is suggested that one of these two claims be 
amended or canceled in the response to this Office action 

6 .A reiection based on double patenting ofthe "same invention" type finds its suppoil m 
the lan"ua"e of 3S i; S C 101 which states that "vshoever in\ enls or discovers anv new and 
useful process . mav obtain a patent therefor " (Emphasis added). Thus, the term "same 

,1,;, ,„„opc- on 'ir«\"^'T '0 identical subiect matter See .\ ////(.'/■ i'. 

inxeiition iii tiiis n.iiiic.\i. im-aiu an m > ^hl.^... « ^ ■-■ j _ 

la^lcMfg Co IM US 186 ( 1894). //; /v (Mcr/. 24M-- 2d 467. 1 14 USPQ 330 (CCPA 19-7). 
and /// rclusicl. 422 F.2d 438. 164 L'SPQ 619 (CCPA 1970) 

\ statutory type (3.^ U S C. 101 ) double patenting rejection can be overcome by 
cancelinu or amendmu the contlicting claims so they are no longer coextensive in scope ^The 
tiling of^a terminal disclaimer cannot overcome a double patenting rejection based upon 3> 
use 101 

Claims 1-1.\ 19-41. 44. 45. 48-73. and 75 rejected under 35 U S C 101 as claiming the 
same mxention as that of claim 1-33 and 35-68 of prior US Patent No 6.^1 1.962 This is a 
double patenting rejection 

7 j-he nonstatutorv double patenting reiection is based on a judicialh created doctrine 
^.rounded m public policv (a policv reflected m the statute) so as to prexent the unjustU.ed or 
improper timeui^e extension ofthe ■'nght to exclude" granted bv a patent and to piexent possibU 
harassniembvmuhiple assignees See //; /v < 11 f 3d 1 046. 29 USPQ2d 20 1 0 ( l ed 

Cir 100^,) lurchn,^', -9 | 2d 88^ 22M SPQ 04.M Fed Cir 1 98.- ). M /v ( ( ^/v////". oSo 
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F 9>7 ^14 LSPO 761 (CCPA 1982). In re Vo^el. 422 F 2d 438. 164 USPQ 619 (CCP.A 
19"70) and /// /V Ihonn'^toii 418 F,2d 528. 163 LSPQ 644 (CCPA 1969) 

" A timelv filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be used to 
overcome an actual or prox isional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patem is shoun to be commonly owned with this 
application See 37 CFR 1 130(b) . 

I-tTective January 1, 1994. a registered attorney or agent ot record may sign a terminal 
disclaimer A terminal disclaimer signed by the assignee must fuUv comply with 37 
CFR 3.73(b) 

Claims 16-18. 42. 43. 46. 47. 74. and 76-79 are rejected under the judicially created 

doctrine of obviousness-tvpe dotible patenting as being unpatentable over claims 1-80 off S 

Patent No, 6.5 1 1 .962 Although the conflicting claims are not identical, they are not patentably 

distinct from each other because the claims of the "962 patent anticipate the instant claims 

8 Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey E Russel at telephone number (703) 308-3975. The 
examiner can normally be reached on Mondav-Thursday from 8:30 A M. to 6 00 P M The 
examiner can also be reached on alternate Fridays 

If attempts to reach the examiner bv telephone are unsuccessful, the examiner s 
supervisor Brenda Brumback can be reached at (703) 306-3220 The fax number for Art Unit 
16M for formal communications is (703) 305-3014. tor informal communications such as 
proposed amendmems, the lax number (703) 746-5 1 75 can be used The telephone number lor 
the Fechnology Center 1 receptionist is (703) 308-0196 
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Primary Patent Examiner 
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